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Abstract

compulsory health warnings on cigarette packaging

Intellectual property rights (IPRs), as an important

in two separate cases against Australia and Uruguay.1)

element in technology transfer and production, play a key

On 16 March 2017, an investment tribunal rendered

role in international investment. It is generally agreed that

its award in Eli Lilly v Canada, a dispute involving the

the strength or weakness of a state’s system of intellectual

invalidation of a pharmaceutical company’s patents by

property protection has a substantial effect on the kinds

domestic courts.2) These cases have potentially opened

of technology transferred to that country. Strong and

the doors for more IP-related investment claims in the

effective protection of IPR is therefore an important

future.3) An ongoing investment case was brought by an

factor in an investment decision taken by internationally

US company against Panama over trademarks.4) Another

operating corporations. This is particularly crucial in the

potential case could arise out of the US-Ecuador

IP sensitive areas of high technology.

Bilateral Investment Treaty (BIT)5) involving the alleged

Scholarship has established that International
Investment Agreements (IIAs) turned the multilateral
instrument of the TRIPS Agreement under the
auspices of the WTO into a floor for harmonized
standards, instead of acting as a ceiling, as has been
expected by many in developing countries. While
existing research has shown that standards of
investment protection generally included in IIAs may
indeed protect forms of IPR: national treatment,
MFN, FET, and prohibition of expropriation. The
exact level of protection provided under these treaties
and their relationship with obligations under the
TRIPS has yet to be analysed. This article therefore
provides an analysis of the applicable IIA rules with a
view to the protection offered to IPR.
1. Introduction
Intellectual property has now entered the world
of international investment arbitration. Several highprofile cases involving IP-related issues have been
arbitrated in investor-state dispute settlement (ISDS).
Philip Morris challenged restrictions on branding, and
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1)	
Philip Morris Asia Ltd v The Commonwealth of Australia, PCA
Case No 2012–12, UNCITRAL, Award on Jurisdiction and
Admissibility (17 December 2015); Philip Morris Brands Sàrl, Philip
Morris Products SA and Abal Hermanos SA v Oriental Republic of
Uruguay, ICSID Case No ARB/10/7, Award (8 July 2016).
2)	
Eli Lilly and Company v Government of Canada, UNCITRAL,
ICSID Case No UNCT/14/2, Final Award, (16 March 2017).
See Gabriel M Lentner, ‘Litigating patents in investment
arbitration: Eli Lilly v Canada’ (2017) 12(10) Journal of
Intellectual Property Law & Practice 815. See also an
earlier discussion Valentina S Vadi, ‘Trade Mark Protection,
Public Health and International Investment Law: Strains and
Paradoxes’ (2009) 20(3) European Journal of International
Law 773, 784–785.
3)	See eg, James Gathii and Cynthia Ho, ‘Regime Shift of IP
Lawmaking and Enforcement from WTO to the International
Investment Regime’ (2017) 18(2) Minnesota Journal of Law,
Science & Technology 427-515, 463; Rob Howse, ‘A Pyrric
Victory against Big Pharma’ (International Economic Law and
Policy Blog, 26 March 2017) http://worldtradelaw.typepad.
com/ielpblog/2017/03/eli-lilly-v-canada-a-pyrrhic-victoryagainst-big-pharma-.html accessed 8 December 2017.
4)	
Bridgestone Licensing Services, Inc and Bridgestone
Americas, Inc v Republic of Panama, ICSID Case No
ARB/16/34 (pending). See also Gabriel M. Lentner, ‘U.S.
Company Pursues International Investment Arbitration against
Panama over Trademarks’ (TTLF Newsletter, 4-5/2017)
https://ttlfnews.files.wordpress.com/2009/09/2017-4_5.pdf
accessed 8 December 2017.
5)	Treaty between the United States of America and the Republic
of Ecuador concerning the Encouragement and Reciprocal
Protection of Investment (signed 27 August 1993, entered
into force 11 May 1997) (‘US-Ecuador BIT’).

infringement of patents by domestic courts.6)

ARTICLES

2. TRIPS and TRIPS Flexibilities
Intellectual property rights (IPRs), as an important

A lot of uncertainty still exists regarding the

element in technology transfer and production, play

questions of the level of protection of IPRs through

a key role in international investment.10) It is generally

IIAs. Investor protection was developed for the

agreed that the strength or weakness of a state’s system of

7)

protection of investments generally. Hence, the

intellectual property protection has a substantial effect

agreements have never been harmonized or brought

on the kinds of technology transferred to that country.11)

into coherence with the large body of international
economic law dealing with IP, particularly the TRIPS

Thus, developed countries in the 1980s and early

8)

Agreement. These rules therefore coexist side by side.

1990s made the upgrading of intellectual property

The practical question is then, how and to what extent

rights (IPR) protection one of their highest priorities in

may international investment agreements protect

their development strategies.12) This culminated in the

intellectual property rights of foreign investors.9)

Agreement on Trade-Related Aspects of International
Property Rig hts ( TRIPS), 13) which establishes

This article therefore addresses the level of
protection afforded by IIAs and how that relates to

minimum standards of protection for several categories
of intellectual property within the WTO.14)

the TRIPS Agreement. Doing so, the next part will
provide a discussion of the TRIPS and the so-called

Instead of acting as a ceiling, as has been expected

TRIPS flexibilities. What follows is an analysis of the

by many in developing countries, the multilateral

most relevant protection standards contained in most

instrument of TRIPS appears to present itself now as

IIAs and how and under what circumstances measures

a floor for harmonized standards, since obligations for

affecting IPRs in relation to the TRIPS Agreement

the protection of intellectual property are contained

may constitute violations. Discussed will be Most-

in the numerous Bilateral Investment Treaties (BITs),

Favoured Nation Treatment (MFN), National

as well as in investment chapters of Free Trade

Treatment (NT ), Fair and Equitable Treatment

Agreements (FTAs)15) such as the NAFTA (hereinafter

(FET) and the protection against uncompensated
expropriation.

6)	Zoe Williams, ‘Another big pharma company (Pfizer) invokes
investment treaty protections, complaining that local courts
are wrongly infringing on patents’ (IAReporter, 12 October
2017) http://www.iareporter.com/articles/another-big-pharmacompany-invokes-investment-treaty-protections-complainingthat-local-courts-are-wrongly-infringing-on-patents/ accessed
28 November 2017.
7)	See Gabriel M Lentner, ‘Nomos and Narrative: The Protection
of Intellectual Property Rights in International Investment
Law’ [2018] forthcoming.
8)	Bertram Boie, ‘The Protection of Intellectual Property Rights
through Bilateral Investment Treaties: Is there a TRIPS-plus
Dimension?’ (2010) 19 NCCR Working Paper 1, 4–5.
9)	
For comprehensive studies see Simon Klopschinski,
Der Schutz geistigen Eigentums durch völkerrechtliche
Investitionsverträge (Heymanns, Carl 2011); Henning Grosse
Ruse-Khan, Protection of Intellectual Property in International
Law (Oxford University Press 2016).

10)	
Antonietta di Blase, ‘Intellectual property protection in
investment agreements and public concerns’ in G Sacerdoti
et al (eds), General Interests of Host States in International
Investment Law (CUP 2014) 194.
11)	
Edwin Mansfield, ‘Intellectual Property Protection, Direct
Investment, and Technology Transfer: Germany, Japan,
and the United States’ (1995) 27 IFC Discussion paper;
Jeong-Yeon Lee and Edwin Mansfield, ‘Intellectual Property
Protection and U.S. Foreign Direct Investment’ (1996) 73 The
Review of Economics and Statistics, 181.
12)	
Gene M. Grossman and Edwin L.-C. Lai, ‘International
Protection of Intellectual Property’ (2002) CESIFO Working
Paper No. 790, 1.
13)	Agreement on Trade-Related Aspects of Intellectual Property
Rights, 15 April 1994, Marrakesh Agreement Establishing
the World Trade Organization, Annex 1C, 869 UNTS 299
[hereinafter TRIPS].
14)	Grossmann and Lai (n 12).
15)	In this paper, the acronym ‘BITs’ refers, interchangeably, to
international investment agreements (IIAs) and other bilateral,
regional, or plurilateral trade agreements that contain
investment chapters or other provisions to facilitate and
protect foreign investment.

Korean Arbitration Review

•

31

referred to as International Investment Agreements,

respect to its own citizens.21)

IIAs).16) IPRs are generally considered as protected
investment under those treaties.17)

The TRIPS Agreement also allows for so-called
TRIPS ‘flexibilities’ to ensure that its IPR obligations

On the other hand, it is the TRIPS Agreement,

do not unduly interfere with important public policy

within the framework of the World Trade Organization

goals.22) This means that WTO members retain a policy

(WTO), that provides a normative framework for

space for the implementation of their obligations under

18)

protection of intellectual property. As a basic principle

TRIPS. 23) For example, Articles 27(2)-(3) provide

in the history and development of international IP

the WTO members with policy space to define what

protection, international IP treaties set only minimum

patentable subject matter is.24) Article 30 of the TRIPS

standards for protection. 19) The TRIPS agreement

then provides that the WTO members may create

likewise only creates minimum standards for the

exceptions to the conferral of patent rights provided

protection and enforcement of IPRs in the territories of

that this does not unduly prejudice the interests of the

These include, inter alia, a requirement

patentee.25) Article 31 provides for compulsory licensing

that patent protection extend at least 20 years and the

of patents, subject to certain conditions, when in the

dual non-discrimination principles of most-favoured-

‘public interest’ or a ‘national emergency’. Article 40

nation treatment and national treatment, which

prevents anti-competitive practices that may impede

prohibit a member from discriminating in the manner it

technology transfer. Article 66 provides a grace period for

grants IPR to citizens of other WTO members and with

the least developed countries (LDC) during which they

its members.

20)

do not have to comply with certain TRIPS obligations.26)
The relationship between TRIPS and TRIPS
flexibilities on the one hand and investment protection
16)	
Lahra Liberti, ‘Intellectual Property Rights in International
Investment Agreements: An Overview’ [2010] OECD Working
Papers on International Investment 1, 6.
17)	
See the empirical study of Rachel A Lavery, ‘Coverage
of Intellectual Property Rights in International Investment
Agreements: An Empirical Analysis of Definitions in a Sample
of Bilateral Investment Treaties and Free Trade Agreements’
(2009) 6(2) Transnational Dispute Management 1; Müller KH and
Mazzonetto N in Levy, Daniel Andrade de, de Borja, Ana Gerdau
and Adriana N Pucci (eds), Investment protection in Brazil (Wolters
Kluwer 2014) 233-234. For a critical view see Siegfried Fina and
Gabriel M Lentner, ‘The European Union's New Generation of
International Investment Agreements and Its Implications for
the Protection of Intellectual Property Rights’ (2017) 18(2) The
Journal of World Investment & Trade 271, 276–289.
18)	Keith E Maskus, ‘Trade Related Intellectual Property Rights
(TRIPs)’ in Amrita Narlikar, Martin Daunton and Robert M Stern
(eds), The Oxford Handbook on the World Trade Organization
(Oxford University Press 2014); Thomas Cottier and Pierre
Véron, ‘Introduction’ in Th Cottier and P Véron (eds), Concise
international and European IP law: TRIPS, Paris Convention,
European enforcement and transfer of technology (Kluwer
Law International 2008) 1-2.
19)	
J Busche, ‘Das TRIPs-Übereinkommen im Überblick’ in
J Busche and P T Stoll (eds) TRIPs: Internationales und
europäisches Recht des geistigen Eigentums (Carl Heymanns
Verlag 2007) 15.
20)	Peter van den Bossche and Werner Zdouc, Law and Policy of the World
Trade Organization (3rd edn, Cambridge University Press 2013) 952.
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on the other hand raises several legal issues that will be
addressed in the following sections.

21)	Arts 3, 4, and 33 TRIPS; Smith Van, ‘Enabling Environments or
Enabling Discord: Intellectual Property Rights, Public-Private
Partnerships, and the Quest for Green Technology Transfer’
(2011) 42 Georgetown Journal of International Law 817,
830. See also Cameron Hutchison, ‘Does TRIPS Facilitate or
Impede Climate Change Technology Transfer into Developing
Countries?’ (2006) 3 University of Ottowa Law & Technology
Journal 517, 525.
22)	Van (n 21) 832–833; Maskus (n 18) 401-407.
23)	
See also WTO, ‘Philosophy: TRIPS Attempts to Strike a
Balance’ (2006) http://www.wto.org/english/tratop_e/trips_e/
factsheet_pharm01_e.htm accessed 8 December 2017;
Henning Gross Ruse-Khan, ‘The International Law Relation
between TRIPS and subsequent TRIPS-plus Free Trade
Agreements: Towards safeguarding TRIPS Flexibilities?’
(2011) 18 Journal of Intellectual Property Law 325, 328.
24)	M Herdegen, ‘TRIPS, art. 27’ in Th Cottier and P Véron (eds) Concise
international and European IP law: TRIPS, Paris Convention,
European enforcement and transfer of technology (Kluwer Law
International 2008) 86-88.
25)	Van (n 21) 833.
26)	ibid.

any BIT the host country has ratified. 33) As such,

Intellectual property rights are at their core

MFN clauses entail per se international obligations

investment-inducing mechanisms.

27)

Already the first

not merely among the contracting states, but likewise

modern BIT recognized this and contained a definition

with regard to other states, since an MFN clause

of protected investment including “assets such as […]

may ‘borrow’ from international treaties other than

patents and technical knowledge.”

28)

Today, one may

ARTICLES

3.	IPR Protection in Investment Agreements and TRIPS

between the contracting states.34)

conclude that BITs generally cover IP rights as protected
investment. 29) Although investment agreements

The most interesting question is whether an MFN

normally do not include detailed regulations on IPRs,

clauses alter the scope of rights provided for under the

they incorporate a broad definition of ‘investment’ that

agreements with regard to IPRs. It must be noted that,

30)

generally covers such rights.

given the different regulatory intent of the TRIPS
Agreement and BITs, it appears implausible that BITs

The following sections will discuss the applicable
protection standards included in most BITs and how they

could ‘borrow’ from IP conventions via the BITs’
MFN clause.35)

relate to standards of protection of the TRIPS agreement
and its flexibilities. Since provisions of these agreements
31)

This conclusion is further supported by recent drafting

are remarkably uniform, this article will reference only a

practice. For example, Article 8.7(4) CETA provides

selected few BITs for the purpose of this analysis.

that substantive obligations in other international
investment treaties and other trade agreements do not in
themselves constitute “treatment”, and thus cannot give

3.1. Most-Favoured Nation Treatment.
MFN clauses are found in nearly all IIAs.

32)

They

rise to a breach absent measures adopted or maintained

allow foreign investors to benefit from the highest

by a Party pursuant to those obligations. This means that

standards of treatment provided to any country under

investors may not invoke MFN provisions to effectively
incorporate into the IIA more favorable IPR protection
from the host state’s IP agreements with other states that
offer higher levels of IPR protection.36)

27)	Robert Bird and Daniel R. Cahoy, ‘The Impact of Compulsory
Licensing on Foreign Direct Investment: A Collective
Bargaining Approach’ (2008) 45 American Business Law
Journal 283, 285.

3.2. National Treatment

28)	Art 8 BIT between Germany and Pakistan (1959).

equal treatment amongst different countries, the

29)	
Lahra Liberti, ‘Intellectual Property Rights in International
Investment Agreements: An Overview’ (2009) 6(2)
Transnational Dispute Management 1, 6; Henning G RuseKhan, ‘Protecting Intellectual Property under BITs, FTAs, and
TRIPS: Conflicting Regimes or Mutual Coherence?’ [2011]
Max Planck Institute for Intellectual Property and Competition
Law Research Paper No 11-02 1, 16. See further Lavery (n
17) 4–7 and Annex 1.

national treatment standard requires domestic

30)	Boie (n 8) 6–11.
31)	Kenneth J Vandevelde, ‘The Economics of Bilateral Investment
Treaties’ (2000) 41 Harvard Journal of International Law 469;
Gabriel Egli, ‘Don’t Get Bit: Addressing ICSID’s Inconsistent
Application of Most-Favored-Nation Clauses to Dispute
Resolution Provisions’ (2007) 34 Pepperdine Law Review
1045, 1055.
32)	UNCTAD, Most-Favored-Nation Treatment (UNCTAD/DIAE/
IA/2010/1, United Nations Publication 2010) 22.

Contrary to the MFN treatment which requires

33)	Andreas R Ziegler, ‘Most-Favoured-Nation (MFN) Treatment’
in August Reinisch (ed), Standards of Investment Protection
(Oxford University Press 2008) 64.
34)	Egli (n 31) 1065; Boie (n 8) 11.
35)	Boie (n 8) 12–13.
36)	See also Grosse Ruse-Khan (n 9) 196–198; Tania Voon, Andrew
D Mitchell and James Munro, ‘Intellectual property rights in
international investment agreements: striving for coherence in
national and international law’ in Chin Lim and Bryan Mercurio
(eds), International Economic Law after the Global Crisis: A Tale
of Fragmented Disciplines (Cambridge University Press 2015)
391. The EU-Singapore FTA does not include an MFN clause,
only with respect to compensation for losses.
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regulation to be opened up to foreign players, and it

3.3. Fair and Equitable Treatment

requires ensuring that the rules at issue are de jure and

Two aspects of protection under the FET standard

de facto providing non-discriminatory treatment to

are of particular relevance to IPRs. First, FET may be

37)

foreign investors. This standard of national treatment

understood as protecting legitimate expectations of

aims at neutralizing rules which discriminate against

investors that IPRs will be protected in accordance

foreign entities by offering treatment less favourable

with the host state’s obligations under the TRIPS.

38)

than the treatment available to domestic investors.

However, some tribunals have relied on the legitimate
expectation based on the domestic law in force when

National Treatment is also provided for in the

the investment was made.42) The subjective “hopes and

TRIPS Agreement (Article 3) but limited by a

perceptions” of investors are not protected;43) rather,

number of exceptions in Article 3(1) of the TRIPS.

legitimate expectations must be based on objectively

These exceptions do not match the more general ones

verifiable facts. 44) This means that an investor

referring to essential security interests, public order,

cannot rely on the FET standard against the lack of

39)

human health or others which BITs provide. Thus, it

implementation of the host state’s obligations under

must be assumed prima facie that IIAs provide rights

the TRIPS (or any other international agreement)

that reach further than the TRIPS Agreement. They do

in cases the host state’s legal framework lacked this

so by not providing for the specific exceptions included

implementation at the time of the investment.45)

under the TRIPS Agreement.40)
Second, as the expression of an international
Again, recent treaty practice informs this discussion.

minimum standard of treatment, 46) FET could be

For instance, Article 8.15 of the CETA explicitly

interpreted as requiring general compliance with

addresses this issue under the heading of “Reservations

obligations under the TRIPS. 47) Such reasoning is

and Exceptions”. This provision provides that a

based on an understanding that the obligations under

Party may derogate from National Treatment, where

the TRIPS represent a minimum standard of treatment

permitted by the TRIPS Agreement (including any

under customary international law. However, the

amendments to the TRIPS Agreement in force for both

TRIPS is not considered customary international law

Parties, and waivers to the TRIPS Agreement adopted

and therefore a violation of TRIPS obligations cannot

41)

pursuant to Article IX of the WTO Agreement).

be viewed as an automatic breach of the FET standard

37)	Rudolf Dolzer and Christoph Schreuer, Principles of International
Investment Law (2nd edn, Oxford University Press 2012) 198–
204; Boie (n 8) 14.
38)	Boie (n 8) 14.

42)	See eg, National Grid v Argentina, UNCITRAL, Award (3
November 2008); SD Myers v Canada, UNCITRAL, Second
Partial Award (21 October 2002); Marvin Roy Feldman Karpa
v United Mexican States, ICSID Case No ARB(AF)/99/1,
Award (16 December 2002) para 128.

39)	Klopschinski (n 9) 278–280; Boie (n 8) 15.

43)	Dolzer and Schreuer (n 37) 148.

40)	Boie (n 8) 15.

44)	See also Philip Morris v Uruguay (n 1) paras 421-435.

41)	See also Klopschinski (n 9) 266–333. On the question how the
national treatment standard applies to cases where the law of
the host state is based on a reciprocity rule in international IP
treaties not granting specific IPR to foreigners, see Henning G
Ruse-Khan, ‘Investment Law and Intellectual Property Rights’
in Marc Bungenberg and others (eds), International Investment
Law: A Handbook (C.H. Beck; Hart; Nomos 2015) 1701.

45)	For a different view, see e.g. Boie (n 8) 16–18.
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46)	See also Andrew Newcombe and Lluis Paradell, Law and
Practice of Investment Treaties: Standards of Treatment
(Kluwer Law International 2009) 233–319.
47)	For a more detailed discussion of various arguments, see Boie (n 8).

in international investment law.48)

ARTICLES

Through a compulsory license, a government authority
interferes directly with a privately-owned patent, to

Another aspect of IP-related disputes deserves

authorize its use by the government or by one or more

attention in connection with the FET standard.

third parties, subject to certain terms in accordance

For example, a decision rejecting the application or

with Ar ticle 31 of the T R I P S Ag re ement. 53)

rejecting the granting of IPRs might amount to a

Particularly, the wide and effects-based notion of

violation of the FET standard, in case this rejection

indirect expropriation or ‘regulatory taking ’ in

is arbitrary.

49)

An investor may legitimately expect

international investment protection allows foreign IP

an affirmative decision by the respective granting

right holders to challenge various host state measures

authority, in cases where there is an established practice

constraining the commercial exploitation of its IP

of granting IPRs in like circumstances.

50)

However,

protected goods or services.54)

a tribunal must exercise deference when looking at
the application of domestic law in the host State.51) It

The question arises whether expropriation

cannot second-guess the decision, whether or not an

provisions under IIAs restrict the grounds for the

52)

IPR meets all relevant criteria.

issuance of compulsory licences, revocation of patents
or parallel importation and ultimately interfere with

3.4. Prohibition against Expropriation

the protection of public interests such as health.55)

The prohibition against expropriation causes

Potential expropriation claims could also arise in cases

particular problems with respect to the issuance of

in which parallel imports entail an IPR’s loss of value

compulsory licenses under the TRIPS Agreement.

or diminish an IPR owner‘s market share, something
which according to the NAFTA jurisprudence

48)	For the argument that FET would cover TRIPS obligations
due to the references to TRIPS within the IIAs recognizing
TRIPS as the international minimum standard, see Boie (n
8) 19. Recent drafting has specifically addressed this issue
by explicitly excluding this possibility. This drafting practice
points to the fact that early agreements were not intended to
extend FET to include other international agreements into the
FET standard of protection.
49)	Fina and Lentner (n 17) 303. Similarly Philip Morris v Uruguay
(n 1) paras 389–90. See also, Ruse-Khan, ‘Investment Law
and Intellectual Property Rights’ (n 41) 1698. Regarding
denial of justice claims in the IP context see the reasoning
in Philip Morris v Uruguay (n 1) paras 516-536 and the
dissenting opinion of Gary Born at paras 6-81.
50)	In the Anheuser Busch Inc v Portugal case, the ECtHR denied
the applicant had legitimate expectations since its position
was not sufficiently secured in the national law: only after
the application procedure has been completed and the
relevant IPR has been granted, could it be sure of its IPR, see
Anheuser Busch Inc v Portugal Application No. 73049/01 (11
January 2007) paras 48-50.
51)	See Kathleen Liddell and Michael Waibel, ‘Fair and Equitable
Treatment and Judicial Patent Decisions’ (2016) 19(1) Journal
of International Economic Law 145, 157–163.
52)	
See Klopschinski (n 9) 209–210; Ruse-Khan, ‘Investment
Law and Intellectual Property Rights’ (n 41) 1698. This raises
the question “not only whether an application for an IPR is
included within the term ‘intellectual property rights’ used
in most IIAs but also whether an application for IPRs could
be deemed to be ‘intangible property’ and thus qualify as
a covered investment.” Bryan Mercurio, ‘Awakening the
Sleeping Giant: Intellectual Property Rights in International
Investment Agreements’ (2012) 15(3) Journal of International
Economic Law 871, 878.

constitute an investment.56)
Due to the indeterminate and multi-facetted
meaning of ‘indirect expropriation’, a more precise
analysis of the impact this standard has on the TRIPS
flexibilities is difficult.57) Generally, indirect or ‘de
facto’ expropriation takes place when expropriatory

53)	Christopher Gibson, ‘A Look at the Compulsory License in Investment Arbitration: The Case of Indirect Expropriation’ (2010) 25
American University International Law Review 357, 361.
54)	
Ruse-Khan, ‘Protecting Intellectual Property under BITs,
FTAs, and TRIPS: Conflicting Regimes or Mutual Coherence?’
(n 29) 17–18.
55)	Liberti, ‘Intellectual Property Rights in International Investment
Agreements: An Overview’ (n 29) 10. See also the issue of
public health measures in this context in Philip Morris v
Uruguay (n 1) paras 272-307.
56)	
Carlos M Correa, ‘Investment Protection in Bilateral and
Free Trade Agreements: Implications for the Granting
of Compulsory Licenses’ (2004) 26 Michigan Journal of
International Law 331, 351.
57)	Ruse-Khan, ‘Protecting Intellectual Property under BITs, FTAs,
and TRIPS: Conflicting Regimes or Mutual Coherence?’ (n 29) 18.
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measures, although not executed as outright seizure of

inconsistent.62) BITs and other investment agreements

property, have the equivalent effect of it, depriving the

appear to be used by developed nations as a vehicle

owner of the substantial benefits of its ownership.

58)

for elevating the so-called ‘minimum standards’ of
the TRIPS. 63) Instead of acting as a ceiling, as has

However, most IIAs address this relationship. 59)

been expected by many in developing countries, the

For example, pursuant to Article 6(5) of the 2012

multilateral instrument of the TRIPS presents itself

US Model BIT the standards on expropriation do

now as a floor for harmonized standards.64) This means

not apply to compulsory licences issued nor to the

that in effect, these TRIPS-plus standards erode the

revocation, limitation, or creation of intellectual

flexibilities left by the TRIPS Agreement.65) It also

property rights, to the extent that such issuance,

appears that developed countries will continue to

revocation, limitation, or creation is in accordance

favour using BITs and other investment agreements as

60)

with the TRIPS Agreement. These safeguards appear

a means of increasing the minimum IPR protections

to offer sufficient security for the host state to rely on

contained in the TRIPS.66)

TRIPS flexibilities.61)
In c o n c l u s i o n , t h e p r e s e n t m u l t i - l a y e r e d
4. Conclusion

international IPR protection regime will likely remain

The present article has analysed current international

in place for the foreseeable future. This means that

standards for the protection of intellectual property

the search for consistent substantive standards for

rights by international investment agreements with

international protection of intellectual property rights

particular emphasis on BITs and how these relate to

will continue.67)

the TRIPS Agreement.
It has shown that international standards for the
protection of intellectual property rights after the
entry into force of the TRIPS Agreement remain

58)	Alice Ruzza, ‘Expropriation and Nationalization’ in R Wolfrum
(ed) Max Planck Encyclopedia of Public International Law
(Oxford University Press 2013) 13; see further Anne K
Hoffmann, ‘Indirect Expropriation’ in A Reinisch (ed) Standards
of Investment Protection (Oxford University Press 2008) 151171; August Reinisch, ‘Expropriation’ in P Muchlinski, F Ortino
and Ch Schreuer (eds) The Oxford Handbook of International
Investment Law (Oxford University Press 2008) 421ff.
59)	Fina and Lentner (n 17) 296.
60)	See also Article 6(5) of the US – Uruguay and US – Rwanda BITs.
61)	See Ruse-Khan, ‘Protecting Intellectual Property under BITs, FTAs,
and TRIPS: Conflicting Regimes or Mutual Coherence?’ (n 29) 25.
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62)	Alan M. Anderson and Bobak Razavi, ‘The Globalization of
Intellectual Property Rights: TRIPS, BITs, and the Search for
Uniform Protection’ (2010) 38 Georgia Journal of International
and Comparative Law 265, 291.
63)	Denis Borges Barbosa, Margaret Chon, and Andres Moncayo
von Hase, ‘Symposium: The International Intellectual
Property Regime Complex: Slouching towards Development
in International Intellectual Property’ (2007) Michigan State
Law Review 71, 87-88.
64)	ibid.
65)	Carlos M Correa, ‘Bilateral Investment Agreements: Agents
of new global standards for the protection of intellectual
property rights?’ [2004] GRAIN Reports, 4.
66)	Alan M Anderson and Bobak Razavi, ‘International Standards
for Protection of Intellectual Property Rights Post-TRIPS: The
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